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Features of Legal Regulation of Relations
in the Sphere of Protection of a Trademark (Brand)
in Ukraine

Article presents analysis and study of problems arising in the course of
trademark legal regulation in Ukraine. Authors analyze regulatory framework of
intellectual property institute. Peculiar aspects of legal protection of trademark
owner’s rights are revealed along with identification of means to assess the
situation and formulate efficient ways and mechanisms of protection. That is why
proper exercise of intellectual property rights for trademarks is considered by the
global community to be an integral element of economy successful development,
important factor of product competitiveness increasing, minimization of unfair
competition, therefore elimination of deficiencies in legal regulation of trademark
use in commercial stream is one of the tasks of legislators specializing in
trademark legal protection. Applicable Ukrainian legislation establishes various
means of trademar owner’s rights protection — that is why it is very important to
carry out correct the analysis of the situation properly and identify the most
suitable and effective protection mechanisms. More attention must be paid to
improvement of interaction between state bodies and business entities involved in
intellectual activity and ensure proper implementation of international regulations
in Ukrainian legislative framework.
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Problem statement. Currently a lot of attention is paid to
problems of intellectual property legal protection. Stimulation of
intellectual property development and protection is gradually
becoming one of the most important factors of political and economic
relations along with economic safety within the country and in the
structure of interstate relations. According to Ukrainian Constitution
which guarantees every citizen freedom of artistic, scientific and
technical activity performance our independent state consistently
establishes its own mechanisms to protect intellectual property,
copyright, moral and material interests arising in connection with
different types of intellectual property. In the context of market
relations development and globalization of international trade space
competition between the business entities selling its goods and
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services is getting more tense. Effective involvement of intellectual
property rights prior to distribution stage allows the business entity to
increase the cost of its assets and its investment attractiveness in
the market. That is why proper exercise of intellectual property rights
for trademarks is considered by the global community to be an
integral element of economy successful development, important
factor of product competitiveness increasing, minimization of unfair
competition, therefore elimination of deficiencies in legal regulation of
trademark use in commercial stream is one of the tasks of legislators
specializing in trademark legal protection [1; 7].

Analysis of recent research and publications. Theoretical
background of presented research includes publications by
Y. Boshitsky, V. Butkevych, O. Dzera, A. Dmytriiev, O. Zadorozhny,
N. Zelinska, O. Kokhanovska, O. Serheiev, I. Spasibo-Fatieieva,
H. Shershnevych, O. Shtefan, O. Yuldashev, V. Yarotsky etc.
Despite the substantial amount of publications related to the
abovementioned problem, certain aspects require further study which
is the aim of this article.

It is reasonable to start the research of legal regulation of
intellectual property relations with the Civil Code of Ukraine — the
majority of its norms concerning the mentioned issues is contained in
Volume 4 «Intellectual property rights». Volume IV of the Civil Code
of Ukraine presents maximum approximation of system of intellectual
property protection to the world standards with proper consideration
of both Ukrainian and foreign law enforcement practices. This part
contains general provisions, basic norms and standards of copyright,
related rights, intellectual property rights (scientific discovery,
invention, utility model, industrial prototype, efficiency proposal,
integrated chip composition, plant variety, animal breed, trademark
(goods and service logo), geographical indication and commercial
secret). Civil Code of Ukraine presents a list of intellectual property
objects which is not exhaustive with new results of creative activity
incorporated constantly. The abovementioned relations are regulated
by the following laws: «On copyright and related rights», «On
protection of rights on trademarks (goods and services)»,
«On protection of rights on industrial prototypes», «On protection of
rights on inventions and utility models», «On protection of rights on
goods’ origin indication», «On protection of rights on plant varieties»,
«On protection of rights on integrated chips topography». Norms on
regulation of intellectual property relations are also contained in other
laws, e.g. laws of Ukraine «On distribution of copies of audiovisual
works, phonograms, videograms, software, databases», «On
specificity of state regulation of business entities’ activity related to
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manufacturing, export, import of discs for laser sensing systemsy,
«On livestock breeding», «On scientific and technical data»,
«On medicinal products» etc. Alongside this, in the course of
intellectual property regulation relevant international agreements are
applied in case if necessary (agreements recognized as binding by
Verkhovna Rada of Ukraine). List of these agreements is presented
Datasheet of the Higher Commercial Court of Ukraine from
February 20, 2007, No. v8_91600-07 «On statutory acts regulating
issues related to protection of rights on intellectual property objects».

Despite the accomplishment of multiple tasks on formation of
relevant legislative framework with consideration of global trends,
current practical and theoretical achievements modern economy still
requires constant updating of legislative mechanisms [2; 3; 5; 6].

Aim of the article (task) stipulates analysis of theoretical and
legislative background of intellectual property objects regulation
namely the trademark (goods and services logo). We will emphasize
the issues of legal protection of trademark use.

Presenting main material. Existence of modern internationally
recognized system of intellectual property is a mandatory step on the
way to sustainable economic and social development of any state.
That is why protection of intellectual property promotes support of
creative, talented inventors by maintaining the nation’s potential in
the area of intellectual activity and attracting investment with
guaranteed protection of rights of Ukrainian and foreign investors.
Establishment of such system is of utmost importance for Ukraine as
a state with considerable scientific and intellectual potential.
Figuratively intellectual property rights may be separated into four
groups: the first one — copyrights and related rights — comprise
literary and fictional works, software, databases, performances,
videograms, programs of broadcasting companies. Second group —
industrial property objects — inventions, utility models, industrial
samples, integrated chips topography, efficiency proposals. All these
are creative results and upon condition of full compliance with the
legal requirements are recognized as intellectual property rights.
Fourth group is presented by commercial names, trademarks
(godds/service logo), geographical indications, commercial secrets.
These objects are nor precisely defined as performance results but
also recognized as equal in legal context.

We will focus on legal regulation of trademark (goods and
services logo). According to the provisions of the Civil Code of
Ukraine and the Law of Ukraine «On protection of rights to goods
and services logo», trademark is defined as a symbol which is used
to distinguish goods and services provided by one individual from

228



ISSN 2410-3594. Naukovij visnik Nacional’noi akademii vnutrisnih sprav. 2018. Ne 4 (109)
Haykoeuti sicHuk HaujoHarnbHoI akademii HympiluHix cripas

others. It means that any sign or combination of signs may be
recognized as a trademark if the former are suitable to distinguish
goods (services) manufactured (provided) by an individual from
goods (services) manufactured (provided) by other individuals.
These signs may include in particular words, letters, numbers,
images or colour combinations [2; 4].

Acquisition of intellectual property right to a trademark must be
verified by certificate where the scope of trademark legal protection
is defined, in particular its image and list of services/goods.
Exceptional are the cases regarding the acquisition of intellectual
property right to a trademark which is a subject of international
registration or recognized as a well-known according to established
procedure. Since the moment of acquisition of intellectual property
right to a trademark its owner is given certain proprietary rights
namely: right to use the trademark, exclusive right to allow or impede
the illegal use of trademark. When the trademark gains certain value
for certain target audience it becomes a brand. Brand is a
comprehensive, unique and attractive image of trademark covering
its goods or service. Its task is to stimulate generation of positive
impressions related to goods’ quality guarantee and manufacturer’'s
«good repute» in consumer’s consciousness.

Many manufacturers spend a lot of resources to develop their
brands. It is not only about advertising but it also includes a whole
set of measures aimed at improvement of goods/services features if
compared with their competitors.

In its turn, any illegal use of trademarks by third parties (piracy,
imitation or dilution) may cause serious damage inflicted to the
manufacturer's repute and deacrease the brand value in general.
That is why one of the most important issues is the protection of
trademark. First stage starts from the moment of its «correct»
registration. According to par. 1 of Article 494 of the Civil Code of
Ukraine trademark legal protection scope is defined, in particular, by
the list of goods/services, presented in certificate. According to
requirements of par. 4 of Article 7 of the Law of Ukraine «On
protection of rights to trademarks», any application for the certificate
of trademark recognition must contain the abovementioned list of
goods/services covered by the trademark which is subject to
registration (grouped according to ICGS — International Classification
of Goods and Services for Trademark Registration or the Nice
Classification) [2].

Taking the abovementioned into account, we state that
trademark will be receiv protection only for those goods and services
which were indicated during the registration and in accordance with
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the Nice Classification. In practice it will be possible to use, issue
licenses and protect one’s own trademark only regarding the
registered groups of goods and services. Today business
environment has become specifically diverse and in order to
demarcate its areas a conditional gradation was established (unified
by the Ministry of Economic Development and Trade and brought
into force by ICGS (11-2018) in Ukrainian translation where key
groups of goods and services are presented. When selecting the
groups of goods and services relevant to your trademark which is
subject to protection you must carefully analyze the ICGS categories
and pick the most suitable ones. At a first glance it may look like the
selection of of required goods/services category in accordance with
ICGS is simle but there are a lot of cases when lack of special
knowledge and experience may lead to unsatisfactory results.

Pre-trial trademark protection. If you face a situation involving
illegal use of your trademark, remember — owner of trademark has
an exclusive right to impede the illegal use of trademark including
prohibition of such use. According to Article 20 (2) of the Law of
Ukraine «On protection of rights to trademarks» this violation must
be ceased upon the owner’s request and the perpetrator must
reimburse the damage inflicted to the certificate owner. Owner of the
certificate may also demand to remove the illegally placed trademark
or symbol from the goods ar its packaging if these imaged are similar
to the extent that may lead to confusion or destroy the images of
symbol or trademark similar to the extent that may lead to confusion.
Therefore, the orimary task of the certificate owner is to send a
written request (complaint) to perpetrator with demand to cease
instantly the illegal use of owned trademark. You should also take
into account that in practice it is almost impossible to get a
compensation of damage by only submitting a written complaint, so
other strategies must be considered in order to ensure the protection
of violated rights [4].

Judicial protection of trademark. Article 21 (1) of the Law of
Ukraine «On protection of rights to trademarks» indicates that rights
to trademark are protected according to established procedures
including the judicial process. Any encroachment on the rights of
certificate (license) owner including commission of actions, requiring
owner’s consent, without his/her consent and preparation to commit
these actions is a ground to initiate the judicial process. Among the
common lawsuit claims presented by the plaintiff in similar disputes
are: cease of actions violating the rights of trademark owner; removal
of illegally used trademark from the goods or its packaging or
destruction of manufactured images of symbol or sign similar to the
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extent that may lead to confusion; nullification of agreements related
to trademark rights; reimbursement of damages. While considering
the case the court must establish:

—the fact of trademark being used by the defendant (in what
format and for which goods or services);

—is the sign used by defendant similar to the registered trademark
to the extent that may lead to confusion and/or may it result in
misleading regarding the manufacturer of goods (service provider);

— the exact period of time when the trademark was used by the
defendant; was the trademark used prior to the date of application
submission or, if the priority was claimed, prior to the application
priority date;

—amount of damage inflicted (according to ownership
requirements).

Also, upon request of the party concerned court may secure
the claim before the lawsuit is filed in order to prevent the violations
of trademark owner's rights. For example, prior to case
consideration certain business entities may be prohibited from
manufacturing and introduction of the product in commercial
stream. Unfortunately, quite often courts refuse to satisfy such
claims with reference to procedure demanding that courts, prior to
any measures taken to secure the claim, must rely on the fact of
illegal use of signs similar to plaintiff’s registered trademarks which
is deemed to be unjustified and untimely as the establishment of
the mentioned fact is mostly a component of the fact in proof (must
be proved in the course of case consideration). Also it must be
taken into account that many factors related to specific trademark
are to be established which requires special knowledge — therefore,
courts, depending upon the case circumstances, must commission
the forensic examination. But we should note that courts are not
entitled to involve forensic experts in cases when not the certain
facts are subject to establishment, but certain rights are to be
determined which arise from trademark as courts may not delegate
its functions and powers to forensic experts [4].

Protection of trademark in criminal proceeding. Liability for illegal
use of trademark is stipulated by Article 229 of the Criminal Code of
Ukraine. Separately we may consider the reimbursement of damage
under civil lawsuit within the criminal proceeding. Use of trademark is
recognized as illegal and criminal proceeding is initiated only if this
use inflicted material damage on a large and expecially large scale to
a business entity (to trademark owner and others).

Administrative means of trademark protection. Administrative
means of trademark protection is presented mostly by the procedure
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of submitting the complaint to Antimonopoly Committee of Ukraine
on violation of trademark owner’s rights as an act of unfair
competition. According to Article 23 of the Law of Ukraine «On the
Antimonopoly Committee of Ukraine» any activity aimed at detection,
prevention and termination of violations of legislation on protection
against unfair competition is performed by the Antimonopoly
Committee of Ukraine, its bodies and officials according to the
procedure established by legislation on protection of economic
competition. According to Article of the Law of Ukraine «On
protection from unfair competition» unfair competition is defined as
any activity in the course of competition which contradicts the trade
and other fair practices, in particular, activities listed in Article 2 of
this Law: use of name, commercial name, trademark, advertising
materials, and periodicals packaging design, other signs and
symbols without the consent of business entity which used these
sugns or symbols or similar images previously in commercial activity
which resulted or may result in certain confusion of products
manufactured by these business entities.

Conclusion. Recently trademark has become one of the most
important factors shaping the development of business environment
in Ukraine and defining the level of product competitiveness.
Therefore reliable and efficient system of trademark protection must
be presented. Applicable Ukrainian legislation establishes various
means of trademar owner’s rights protection — that is why it is very
important to carry out correct the analysis of the situation properly
and identify the most suitable and effective protection mechanisms.
More attention must be paid to improvement of interaction between
state bodies and business entities involved in intellectual activity and
ensure proper implementation of international regulations in
Ukrainian legislative framework.
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OcobnuBoCTi NpaBOBOro perynoBaHHSA BigHOCUH
y chepi 3axucTty ToproBesnibHOI Mapku (6peHAay)
B YKpaiHi

HocnidxeHo npobnemu, wio nocmaroms y cgepi npasoeozo peayriroeaHHs
mopeosernbHOi MapKku 8 YkpaiHi. [lpoaHanizogaHo 3akoHodas4yy 6a3y iHcmumymy
iHmenekmyasnbHOI ernracHocmi. BuceimmeHo acniekmu npasosux criocobig 3axucmy
npas 805100inbysi mMop208esibHOI MapKu, a MmakoX 6U3Ha4YeHO WIIsIXU aHarisy
cumyauii ma Halibinbw onmumarnbsHi cocobu U diesi MexaHiamu 3axucmy. HanexHy
peanizauyilo npae iHmesnekmyasbHOI 81acHOCMI Ha Mopa208esibHi MapKu ceimoea
crinbHoma e8axa€ Hegi0’€EMHOI YMOBOK eEeKMUBHO20 PO3BUMKY EKOHOMIKU,
8axnusum ¢hakmopom nid8UWEHHST KOHKYPEeHMOCIPOMOXHOCMI npodyKuii, 3axucmy
8i0 HEO06POCOBICHOI KOHKYPEHUl, @ yCyHeHHs1 HeOOiKi8 y MPaso8oMy peayrio8aHHI
8UKOpUCMaHHA Mopa0o8esibHUX MapoK y 2ocrnodapcbkomy obicy € 00HUM i3 3ag0aHb
3aKOHOMPoeKkmHoi pobomu y cghepi nMpasosoi OXOPOHU MOP208EesIbHUX MapoK.
YuHHe 3akoHodascmeo YkpaiHu nepedbadyae HU3Ky rpasosux criocobie zaxucmy
rnpae 805100inbUs mMopaosesibHOi MapKu, a momy HeobxiOHO akueHmysamu ysazy
Ha 800CKOHarneHHi 83aeMo0ii OepxxasHuUx opeaHig i cyb’ekmig eocrodaprosaHHs nio
yac 30iliCHeHHsI HUMU Ha HalexHoMy pieHi iHmenekmyanbHoi OisnbHOCMI,
3abesneyumu iMnnemMeHmayito MixkHapoOHUX Hopm 00 3akoHodaesyoi 6asu YkpaiHu.

KnioyoBi cnoBa: iHTenekTyanbHa BRacHiCTb; OO’€KTW; TOProBerbHa Mapka;
npaBoBa OXOPOHa.
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